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Licensee under 35 U.S.C. 184 is hereby granted to file in any foreign country a patent application and 
any amendments thereto corresponding to the subject matter of this U.S. application identified above 
and/or any material accompanying the petition. This license is conditioned upon modification of any 
applicable secrecy order and is subject to revocation without notice. 
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This license is granted retroactively to 
the date(s) and the country(s) indicated 
on the attached decision. 



it/ner Patents and Trademarks 

This license ^rpf)o^ere^he filing, the causation and the authorization of the filing of a foreign 
application or applications on the subject matter identified above, subsequent forwarding of all 
duplicate and formal papers and the prosecution of such application or applications. 

This license does not empower the filing of any applications, amendments, supplements or 
continuances originating in this country which disclose inventions, modifications, or variations not 
disclosed in the subject matter identified above. 

This license is to be retained by the licensee and may be used at anytime on or after the date thereof. 
This license is not retroactive unless specifically indicated. 

The grant of this license does not in any way lesson the responsibility of the licensee for the security of 
the subject matter as imposed by any Government contract or the provisions of existing laws relating to 
espionage and the national security or the export of technical data. Licensees should apprise 
themselves of current regulations, especially with respecct to certain countries, of other agencies, 
particularly the Office of Foreign Assets Control, Department of the Treasury; Office of Munitions 
Control, Department of State (with respect to Arms, Munitions and Implements of War); the Bureau of 
Trade Regulation, Office of Export Adminsttration, Department of Commerce; and the Department of 
Energy. 
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[Title 35, United States Code (1952) Sections 184, 185, 186] 
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DECISION ON REQUEST 
UNDER 37 CFR 5.25 



Filing date: December 22, 2003 
Docket No: 0110-0001 

Title: CORDLESS TELEPHONE-TO-SOUND CARD INTERFACE ADAPTER 
HAVING A HYBRID TRANSFORMER CIRCUIT 

This is a decision on the petition filed on August 2, 2004 for retroactive foreign filing license. 

It has been determined that a retroactive license for foreign filing under 35 U.S.C.184 be granted 
with respect to the filings listed below. The petition complies with 37 C.F.R. 5.25 in that there is 
an adequate showing that the subject matter in question was not under a secrecy order, that the 
license was diligently sought after discovery of the proscribed foreign filing, and that the material 
was filed abroad without the required license under 37 C.F.R 5.11 through error and without 
deceptive intent. 



Country Date 

Mexico July 2, 2003 
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Patent Examiner 



(703) 306-4161 
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Sir 

RESPONSE TO COMMUNICATION REGARDING PETITION 
FOR RETROACTIVE LICENSE UNDER 37 CFR SECT. S.25 

The Applicant respectively submits this paper in response to the Communication 
from the USPTO mailed on 24 May 2004 regarding the Petition For Retroactive License 
Under 37 CFR Sect. 5.25 filed on 21 April 2004 for the above-referenced patent 
application. 



RESPONSE TO COMMUNICATION p MAMHNC PETITION 
pniiwiETROACTIVE Ij rT.NSg. UNDER 37 CFR SECT. 5,15 

The Applicant submits this paper in response to the Communication from the 
USPTO mailed on 24 May 2004 regarding the Petition For Retroactive License Under 37 
CFR Sect. 5.25 for U.S. patent application entitled "CORDLESS TELEPHONE-TO- 
SOUND CARD INTERFACE ADAPTER HAVING A HYBRID TRANSFORMER 
CIRCUIT (Inventor Luis Ricardo Rodriguez) having U.S. Serial No. 10/743,644 and a 
filing date of December 22, 2003. 

In the Communication, it was indicated that the Petition was denied as not 
meeting the requirements of 37 CFR 5.25 (1) (2) and (3)(ii-iii). 

In response, the Applicant respectfully requests reconsideration of the Petition. 
The requirements for a retroactive license have indeed been met and further support is 
provided herewith. Upon reconsideration, the Applicant respectfully submits that the 
Petition should be granted for the following reasons. 

As indicated in the communication, 37 CFR 5.25(a) requires the following: 

1. A listing of each of the foreign countries in which the 
unlicensed 

patent application material was filed; 

2. The dates on which the material was filed in each country; 

3. A verified statement (oath or declaration) containing: 

i. An averment that the subject matter in question was 
not under a secrecy order at the time is was filed abroad, and that it 
is not currently under a secrecy order, 

ii. A showing that the license has been diligently 
sought after discovery of the proscribed foreign filing; 

iii. An explanation of why the material was filed 
abroad through error and without deceptive intent without the 
required license under Sect. 5. 1 1 first having been obtained; and 

4. The required fee (Sect 1.17(h)). 
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The Communication indicated that the petition was denied due to the following 
specific objections: (1) a listing of each foreign country and associated filing dates was 
not included; (2) a copy of the application in English was not included; and (3) the 
evidence provided to conclude that the material was filed abroad through error and 
without deceptive intent was insufficient. 

Rsap fiesfi to. Objection (IV In response to (1) above, the Applicant respectfully 
submits that the Petition did indeed provide a listing of each of the foreign countries in 
which the unlicensed patent application was filed and the dates on which the material was 
filed in each country. That listing was provided in the Petition on page 2, paragraph 2. It 
is a possibility that this information was overlooked. There is only one foreign country 
for which a patent filing was made: Mexico. The Applicant provides this information 
again below in a more formal manner: 

Country A pplication No. Application Title Filing Date 

Mexico PA/a/2003/005992 Device Allowing 2 July 2003 

Connection of Wireless 
Telephone to Computer 
for Internet Telephony 

Thus, objection (1) should now be overcome. 

Response to Objection (2\ In response to (2) above, the Applicant respectfully 
submits that a copy of the patent application in English was indeed provided with the 
Petition. It is a possibility that the material was also overlooked or lost. In any case, the 
Applicant again submits copies of the Mexican patent application herewith in both 
Spanish and English (translation of the Mexican patent application). Thus, objection (2) 
should now be overcome. 
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R^ pon^tn Objection (3Y In objection (3) above, it was indicated specifically 
in the Communication that the Petition "fails in that it lacks sufficient evidence to 
conclude that the material was filed abroad through error and without deceptive intent. 
Sufficient evidence would include a verified statement or statements by the person or 
persons (in the instant case British [sic] counsel) who had knowledge and made the actual 
decision to file. Such a statement should reference the error of not obtaining a foreign 
license. Statements of error must be supported by fact. They should not be merely 
conclusionary but must include how and why the error occurred." 

In response to objection (3) above, the Applicant had indeed submitted a verified 
statement by the inventor Mr. Rodriguez who hadknowledge and played a part in the 
actual decision to file. See e.g. page 1 at lines 12-14 of the Declaration of Luis Ricardo 
Rodriguez. This Declaration does indeed reference the error of not obtaining the foreign 
license. See e g page 1 at lines 12-14, page 2 at lines 6-8, and page 3 at lines 4-5. This 
Declaration is also supported by fact and includes how and why the error occurred. See 
e.g. page 2 at lines 8-20, and page 3 at lines 4-5. In addition, the Applicant had also 
submitted a Declaration from Mr. Rodriguez's patent attorney, John J. Oskorep.^the 
undersigned, who confirms Mr. Rodriguez's actions and intent. The Applicant submits 
copies of these Declarations again in the event they were misplaced or overlooked. 

In addition, the Applicant submits herewith an additional Declaration of Mr. 
Arturo Bustamante. Mr. Bustamante was the Mexican agent who prepared and filed the 
Mexican patent application for Mr. Rodriguez. Along with Mr. Rodriguez, Mr. 
Bustamante filed the subject matter abroad through error and without deceptive intent. 
Reviewing his Declaration, Mr. Bustamante had direct knowledge and played a part in 
the actual decision to file. See e.g. page 1 at lines 2-5. This statement does indeed 
reference the error of not obtaining the foreign license. See e.g. page 1 at lines 10-19 
through page 2 at lines 1-3, as well as page 2 at lines 6-7. Mr. Bustamante's statement is 
also indeed supported by feet and includes how and why the error occurred. See e.g. 
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page 1 at lines 8-13, page 1 at lines 15-19, page 2 at lines 2-5, and page 2 at lines 
Thus, objection (3) should now be overcome. 



Final Comments . The Applicant again respectfully requests reconsideration of 
the Petition. All requirements have been met and fiuther support is provided herewith. 
The specific concerns regarding (1), (2), and (3) above have been overcome. For the 
reasons provided herein, the Applicant respectfully requests that the Petition be granted. 

Note that we continue to be diligent in the pursuit of the retroactive license. I 
personally became aware of this issue during the week of March 22 - 26 th 2004 and I 
diligently took steps during the subsequent weeks to produce and file the initial Petition 
I continue with my diligence by filing this Response within the specified timeframe in the 
Communication. 

Thank you. Please feel free to contact the undersigned for any reason if it would 
expedite the handling of this matter. 



AttectuncntS! 

(1) Copy of Mexican patent application; 

(2) Copy of English translation of Mexican patent application; 

(3) Copy of Declaration of Luis Ricardo Rodriguez; 

(4) Copy of Declaration of John J. Oskorep; and 

(5) Copy of Declaration of Mr. Aituro Bustamante. 




JOHN J. OSKOREP, ESQ. 
ONE MAGNIFICENT MILE CENTER 
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Please find attached a communication from the Examiner regarding the 
Petition for Retroactive License under 37 CFR 5.25. 
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In re: Rodriguez : DECISION ON REQUEST 

Serial No.: 10/743,644 UNDER 37 CFR 5.25 

Filing date: December 22, 2003 
Docket No: 0110-0001 

Title: CORDLESS TELEPHONE-TO-SOUND CARD INTERFACE ADAPTER 
HAVING A HYBRID TRANSFORMER CIRCUIT 

This is a decision on the petition filed on April 21, 2004 for retroactive foreign filing license. 

37 CFR 5.25(a) requires the following: 

1 . A listing of each of the foreign countries in which the unlicensed patent application material 

was filed, 

2. The dates on which the material was filed in each country, 

3. A verified statement (oath or declaration) containing: 

i. An averment that the subject matter in question was not under a secrecy order at the time it 
was filed abroad, and that it is not currently under a secrecy order, 

ii. A showing that the license has been diligently sought after discovery of the proscribed 
foreign filing, and 

iii. An explanation of why the material was filed abroad through error and without deceptive 
intent without the required license under § 5.1 1 first having been obtained, and 

4. The required fee (§1.1 7(h)). 

The petition is denied since none of the requirements of 37 CFR 5.25 (1) (2) and (3)(ii-iii) 
have been met. 

First, under 37 CFR 5.25 (1)(2) a listing, of each of the foreign countries in which the 
unlicensed patent application was filed and the dates on which the material was filed in each 
country is required. 

Second, the petition is denied under 37 CFR 5.25 (3)(ii-iii). In order to secure a 
retroactive foreign filing license, applicant or petitioners must provide evidence that the subject 
matter was filed abroad through error and without deceptive intent. The instant petition fails in 
that it lacks sufficient evidence to conclude that the material was filed abroad through error and 



without deceptive intent. Sufficient evidence would include a verified statement or statements by 
the person or persons (in the instant case the British counsel) who had knowledge and made the 
actual decision to file. Such a statement should reference the error of not obtaining a foreign 
license. Statements of error must be supported by fact. They should not be merely conclusionary 
but must include how and why the error occurred. 

Finally, the instant petition does not include a copy of the application, in English, that 
was filed abroad. 



Accordingly, the provisions of 37 CFR 5.25 not having been fully met, the petition is denied, and 
in the absence of any response within 60 days of the mailing date of this letter, such denial will 
be made final and the final action under 35 U.S.C. 185 will be taken. Extensions of time may be 
had under 37 C.F.R. 1.136(a). 




Patent Examiner 
(703) 306-4161 
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Entitled: 
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Sir. £ ^ rn 



PETITION FOR RETROAC TIVE LICENSE fn 
UNDER 37 CFR SECT. SJ5 

The Applicant respectively submits this Petition For Retroactive License Under 37 CFR 
Sect. 5.25 for the' above-referenced patent application. 



institute 
Mextcono 
de la Fropiedad 
industrial 




I scfirfkid de RegPboda Mod** «*« 
Stfieztud de Reo&ro da Dfaefto Wuslnal 



UsoexdusfcieUeteoa dones y 



am 



INSTITUTO KEXICRNQ DE 
Lfl PROPIEDffl) INDUSTRIAL 

Direcclftn Olulelonal de Patentee 



Ftftodeertada 



ExPedlente: FR/a/2tt3/B05992 
K^: 2/JJU2B83 Hor.: 11 43 
Folio: PR/E/2B83/825784 




r 

Bso8ctertee»elta«rtor 

1) Honto(^UWca^RoiJil8oexdBtoG«ia 

2) MadonaSttod (cs): Motona 



4) TeJfefono (daw): (530) 682 8131 



S) Fax (daw): 




6) Nontbre (s* L Wearto Rodrtjuo <te la Gana 



T)NadanaHBd(es):l 

PoaacWvEstadoyl^^ 
9) Ttfeteno (dwe* (630) 6K8131 




17) OenonOnatttn o Tfcdo de to luwucldn: 
AdapsedordeTetetontotademel 



18) Fed» de dfrutgacioa prwto 

j L_ 



19) 



IntentftcSonal 



Pja 

20) OJvtelooaJ de la eoSdtud 



21 ) Feche de presentBCloo 

i .. j 



Hmhrtfica 

Fccha de pieseatedoo 
" ~ ' Alto 



WQmero 

22) Pfterbtod Rectamada: 

Pels 



Nadeserie" 



• Estate Uridos da Airtdca. 



tan^s. 60187 





Samte Esther ^Y®*£' 



13) 



PottaodaEstBdo 



y Pate: Mtoto t**** Fedewl ' Wfcdco 



14)T<*feno (da** 55408063 



15)F«(etew8); 




Adapt*** de Tetetonla tntemel traUutalco 



1«) Fecha * «ttwll9«^ M ,wrto 

_j i 



Hi a ft* 8 * 
20)DMstontIdeUso8c&ud 




5 



y riWMfcacttn (aa) da la awendon 



RBSumn da la tfesotpdon da to 

• - ta 



Oooumerto (s) de 

Tnduccttn 
TOTAL DEMOJAS 



tedattaasentadosenesta 




Institute | 
yexiceno 
do la Proptedad 
Industries! 




Mexico, D J., ^ de TI.Aio del 2Q&> 

SolicitudNo. Inicial ( ) 

Bajo protesta de dear b verdad declare con respecto al beneftcio en las disposiciones 
Genemles clausula Cuarta (fracctfn HI) de la tarifa por ios servicios que presta es R 
Institute, de enconrrarme en el supuesto abajo sefialado, por lo que solicito el 50% de 
descuento de la tarifa establecida para el Artknilo L_r< 

Hago la presente declaracidn en cumplimiento de dtcho articulo, segun el acuerdo por el 
que se da a conocer la tarifa por los Servicios que presenta el Institute Mexicano de la 
Propiedad Industrial, publicado en el Diario Oficial de la Fraccidn con fecha IS de 
marzo de 2002. 



Marque con una (X) 



Inventos o persona fisica ifl 

Micro o pequefta industrial ( ) 

Instituciones de educaci6n superior 
publicas o privadas ( ) 

Instituciones de Investigaci6n Cientffica y 
TecnoI6gica del Sector Publico ( ) 

ATENTAMENTE, 

Nombre: ArLsa ^S ^n6<g^ Lptta/d 
Finna: /^/^>T? 




SOLICITANTE( ) 



APODERADO (y£ ) 



PODER 



c»cc adtttpo RUSTAMANTB LORANCA, RAFAEL J. MENDOZA RUIZ, 
S A^ODWgISlA GARZA. SAMA ESTHER JAUFE VILLA UDN 

Caballeros: 

Por medio de la presente confiero a ustedes poder general para pleitos y 
cobranzas y para actos de aoministrarion, para J 
"para^mente, en terminos del primero y segundo panafos del artf culo dos mil 
SenS^Suenta y cuatro del C6digo Civil Federal con todos los poderes 
Leriales v eenerales que requieran de clausula especial de confonnidad con el 
artfculo dos mil quinientos ochenta y siete del mismo ordenamiento y de sus 
correlativos a los artfculos dos nul quinientos jdncuentay cuatro y dos mil 
quinientos ochenta y siete que sean aplicables en todos los Estados de la Repubhca 
Mexicana. 

Sin limitar la generalidad de lo anterior, el poder antes mendonado podra 
ser eierdtado ante toda clase de personas fisicas y autoridades, ya sean federales, 
esta tales, o municipales; organismos descentralizados o de parhciparijn estatal 
mayoritaria, as! como ante autoridades adrrunistrativas, rnilitares, laborales y 
iudiciales. Sin limitar la generalidad de lo anterior, este poder otorga racultades 
espedficas a mis represententes arriba descritos, para presenter y Devar todos los 
procedimientos necesarios para la obtendon, registro y pubucaaon de mis 
patentes modelos de utilidad, marcas, nombres comerciales, avisos comerciales, 
disenos y moddos industrials, derechos de autor y reservas; la inscription de 
cesiones de derechos en mi favor; renovadones normales y especiales de mis 
reeistros; eomprobadon de uso o explotarion de mis marcas, patentes y otros de 
derechos de propiedad industrial e intdectual; examenes de novedad; pagd de 
impuestos y derechos. 

Este poder es otorgado d 13 de Junto de 2003, en la Ciudad de Mexico, D.F. 




Por 

L. Ricardo Rodriguez de la Garza 
10 Sterling Ciwl*. Ant in? 



2. 



(firma ilegiWe) 

(Testigo) 
Nombrc Blanca E. Hefferan de Rodriguez 
Domirilio: Av. Mexico No. 1256, Casa 120 
CoL Santa Teresa, 
DeL Magdalena Contreras, 
Mexico, D S. 10710 



Not* Este poder debecontener el nomhre complete y donridBo complete de los testigos. 




flegible) 

(Testigo) 
Nombre: Monica Rodriguez Hefferan 
Damicflio: Av. Mexico No. 1256, Casa 120 
CoL Santa Teresa, 
Del Magdalena Contreras, 
Mexico, P.F. 10710 



